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DETAILED ACTION 

It is noted that the amendments to the claims submitted by the applicants on 5-5- 
2009 fails to comply with the current Rules governing amendments. Specifically, some 
of the subject matter deleted from the claims, namely, the actual formulas of previously 
recited photacid generators are not "crossed-ouf from the text of the claims as 
amended. 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 23-31 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. The claims recite the condensation catalyst 
generator limitation as "the condensation catalyst generator includes a photoacid 
generator and a photobase generator capable of generating an acid and base by light 
exposure or heating." (emphasis added). However, nowhere in the specification the two 
types of catalysts generators are disclosed as being used together. Form the entire 
disclosure (including illustrative examples), it appears that the two types of generators, 
i.e., photoacid or photobase are mutually exclusive species, as they are always 
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disclosed, used in illustrated examples and claims as such. Nowhere in the 
specification the concept of using these two types of generators together is disclosed 
and it is not seen that the applicants were in possession of such concept at the time the 
instant application was filed. Therefore, the claimed limitation constitutes new matter 
not disclosed or supported by the originally files application. 

Although the enablement rejection is not issued at this time for claims 23-31, the 
question arises whether the claimed embodiments (compositions containing both types 
of catalyst generators) can be even used for intended use (forming porous films), since 
the claimed catalyst generators appears to be mutually exclusive species not capable of 
being used together. If one of the generator generates a base and another generates 
an acid, it appears that the catalyst generators when both present in the composition, 
may interfere with catalytic activity of each other and negate catalytic functions of each 
other. 

Claim Rejections - 35 USC § 103 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claims 1-7, 11, 13 and 22-31 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over US Patent 6,623,71 1 to Lyu et al., (hereinafter "Lyu") in combination 
with JP 2002-107932 to Toray Ind. Inc., (hereinafter "Toray"). 

As discussed in the previous office actions, Lui discloses all of the elements of 
the claimed composition with the exception of the specifically claimed condensation 
catalysts. Specifically, as stated in the previous office action, Lyu discloses 
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composition for forming a porous dielectric film, comprising: a siloxane-based resin 
precursor; a pore-generating material; and a solvent for dissolving the precursor and 
the porogen. See, for example, illustrative examples. The siloxane-based resin 
disclosed by Lyu fully correspond to the claimed resin, including resins obtained 
prepared by hydrolysis and polycondensation one cyclic siloxane based monomer of 
formula 1 , column 2, lines 30-35, , and at least one silane-based monomer selected 
from the group consisting of compounds represented by Formulae 3 and 4 (column 5, 
line 6— column 6, line 23) of Lyu, using an acid such as hydrochloric acid, and water in 
an organic solvent. See also illustrative example 2, for general procedure, and 
specifically examples 1 -4 and 1 -5. The process conditions of claim 7 are met by 
illustrative examples of Lyu as well as the types and the amounts of solvents as per 
claims 12 and 14. See also disclosure in 

As the porogen compound the reference expressly discloses heptakis(2,3,6-tri- 
0-methyl)-.beta.-cyclodextrin, which correspond to the formula of the claimed 
invention. 

A porous dielectric film prepared the disclosed compositions is further disclosed 
in illustrative examples." 

Lyu does not disclose a condensation catalyst generator in the compositions of 
his invention. However, addition of photoacid or photobase catalyst generator to the 
compositions of Lyu would have been obvious from the disclosure of Toray. Toray 
discloses that addition of catalyst generators (corresponding to the catalyst generators 
s generically claimed in the instant invention, and specifically claimed in claims 1 and 23 
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(see, specifically [0023-27] of Toray for photoacid generators and [0030-0033], for the 
photobase generators, specifically [0033]) to siloxane based resin precursor 
substantially identical to the siloxane precursors as discosed and claimed in the instant 
specification results in compositions that can be quickly and efficiently cured by brief 
exposure to UV light. Therefore, addition of a catalyst generator (which is as photobase 
or photoacid generator disclosed by Toeay to compositions of Lyu containing curable 
siloxane resin precursor substantially similar to the curable precursors disclosed in 
Toray, at least in the mechanism of condensation reaction) in the mounts corresponding 
to the claimed amounts (based on the precursor, see illustrative examples of Toray, 
disclosure [0034]) would have been obvious to achieve compositions that can be 
quickly and efficiently cured by exposure to UV light. 

The Toray reference, similarly to the applicants disclosure, discloses use of 
photoacid generators and photobase generators in the alternative. However, to the 
extent that should the invention be operable using both types of catalysts generators, 
use of two different generators, i.e., a photobase and a photoacid generators (each of 
which fully correspond to the claimed respective generators as discussed above) in the 
compositions of Lui would have been obvious with reasonable expectation of adequate 
and cumulative results since each one is disclosed in Toray as a functional equivalent of 
the other usable for curing the same siloxane based compositions. 

Comparative examples in the instant application are noted, however the results 
are considered to be unexpected as the compositions lacking photo catalyst generator 
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are expected to be incompletely cured at the conditions of the experiment, thus 
exhibiting inferior elasticity properties. 

Response to Arguments 

Applicant's arguments with respect to all pending claims have been considered 
but are moot in view of the new ground(s) of rejection. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Irina S. Zemel whose telephone number is (571)272- 
0577. The examiner can normally be reached on Monday-Friday 9-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Seidleck can be reached on (571)272-1078. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/ Irina S. Zemel/ 

Primary Examiner, Art Unit 1796 



Irina S. Zemel 
Primary Examiner 
Art Unit 1796 
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